LEGAL GUIDE

A basic guide to

This guide relates to the protection

of intellectual property rights in
the UK. Where required, we can
advise on options that will allow
wider protection in the EU and/or
further afield.

HOW CAN
WILLANS HELP?

Highly-skilled and experienced
in handling small cases as
well as multi-million pound
disputes, our litigation
solicitors will give you a

full picture of the potential
outcomes, risks and routes to
resolving the issue.

Please telephone or email
to arrange an appointment.

Patents

Patents protect ‘inventions’. The
invention must be new, involve an
inventive step and be capable of
industrial application. You need to apply
to the UK Intellectual Property Office
(IPO) to gain protection in the UK. If
granted, the patent will last for 20 years.
Certain ideas cannot be patented.

It is vital that patent applications are
made as soon as possible. If they
are in the public domain before the
application is filed — even by a day -
the inventor will be unable to gain
patent protection.

Design rights

The term “design’ relates to a product’s
appearance: its shape, texture,

colour, materials used, contours and
ornamentation. To qualify as a new
design, the overall impression should
be different from any existing design.
There are three types of protection for
designs, explained below.

Unregistered design rights:

> This is an automatic right, which
protects aspects of shape and
configuration of a three-dimensional
article. The right exists from the point
the design is recorded in a design
document or an article is made to the
design. The right generally lasts for
15 years. Actions for breach of these
rights are often difficult to establish as
you have to prove that you hold the
right and that deliberate copying has
taken place.

Registered design rights:

> This provides further protection

for the appearance of all or part of a
product in terms of features such as
lines, contours, colours, shape, texture
and materials. It covers two-and three-
dimensional items and lasts up to 25
years if registered with the IPO (subject
to periodic renewal).
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More likely to act as a deterrent than
unregistered design protection, the
right also makes it easier for you to
exploit the item eg by selling the rights
or by licence. You do not have to prove
copying in any infringement action.

Copyright:

> Copyright protects original literary,
dramatic, musical or artistic works;
sound recordings, films or broadcasts
and the typographical arrangements
of published editions. The right arises
automatically on creation of the work
and allows you to protect your material
and stop others from reproducing it
without your permission. The period
of protection varies, depending on the
nature of the work.

Trade marks

Many businesses represent their name
in a particular style eg with words,
logos or a combination of both. This
‘trade mark” or brand distinguishes the
business from its competitors and it is
wise to consider registering it as a trade
mark at the IPO.

Registration gives you the exclusive
right to use your mark for goods and
services provided in the UK; it may
dissuade competitors from using your
mark, or a similar mark, without your
permission and it allows you to sell

or license the use of the mark. If your
mark is not registered and a dispute
arises, you would have to rely on a
claim for passing off which tends to be
more complex and costly.

Passing off

This can offer protection when
someone else is seeking to benefit
from the goodwill of your business.
Broadly, you would have to show that:

> you have goodwill in the reputation
of your goods and services

> the other party has made a
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misrepresentation in the course of
trade, which has led (or may lead)
people to believe that the goods or
services offered by the other party are
yours

> your business has (or is likely to)
suffered consequential damage.

Our expertise

Our knowledgeable Chambers-rated
team can help businesses manage and
safeguard their IP. We handle all aspects
of intellectual property law, ranging
from drafting and negotiating contracts
to protect intellectual property rights

as well as advising in disputes involving
infringement of trade marks, design
rights, patents and copyright as well as
passing off actions.
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LAW NEWS

Our newsletter for business
clients, Law News is filled with
topical legal updates that
might affect you and your
business.

Sign up to receive the latest
issues by email or post, or
download current and past
issues at:

willans.co.uk/law-news
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